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NEW YORK, SEPTEMBER, 1915 


UNITED STATES DISTRICT COURT 


THe GREAT ATLANTIC AND PaciFic TEA COMPANY v. THE CREAM 
OF WHEAT COMPANY 


(224 Fed. Rep., 566) 
Southern District of New York, July 20, 1915 


TRADE-MARKED ARTICLE—PRICE MAINTENANCE—-CLAYTON ACT. 

The manufacturer of an article sold under the maker’s trade- 
mark may lawfully refuse to sell the article to any dealer who fails 
to maintain a price, in the resale thereof, that is fixed by the manu- 
facturer. Such refusal does not tend to create a monopoly within the 
meaning of the Clayton act, for the only monopoly is that incident to 
the ownership of the trade-mark, and that is a monopoly created by the 
statute 


Motion for preliminary injunction. Motion denied. 


Martin Conboy, for plaintiff and motion. 
Jos. J. Baker and Rome G. Brown, for defendant. 


Houcu, D. J—Although the application is for relief pen- 
dente lite only, all the essential facts are set forth with clearness, 
and without contradiction upon any material point. The novelty 
of the litigation is such, that a careful statement of what these 
facts are, is more than excusable, for upon them will depend 
conclusions of law, toward whose final settlement the action of 
this court is but a preliminary. 

Plaintiff is a corporation of New Jersey; defendant, of North 
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Dakota, and has appeared herein protesting against the juris- 
diction. This point has been resolved against defendant in other 
proceedings and by another judge. Following that decision, and 
without expressing any opinion thereupon, it is held for the sake 
of the record, that jurisdiction exists and that defendant was 
lawfully obliged to respond to process. 

The business of defendant is what is commonly called the 
“manufacture” and sale of the food product known as “Cream 
of Wheat.” Manufacturing is a word of such wide and loose 
meaning, as to include the preparation by art of any finished 
product from raw material; but more accurately descriptive words 
for defendant’s business are, selection and cleansing of the by- 
product of a true manufacture, viz: flour-making. 

‘“Middlings” are the coarse flour and fine bran separated 
by bolting from fine flour and coarse bran. These middlings de- 
fendant “selects,” selection depending upon the grade and kind 
of wheat used by the miller,—and then purifies or cleanses such 
selection. The result is “Cream of Wheat,” which is no more 
than purified middlings. It is not patented, anyone can make it 
who can get middlings, and the amount of that material annually 
required by the business of defendant, is less than one per 
cent of the amount thereof produced in the same period by the 
millers of the United States. 

Obviously defendant does not, and cannot control, nor 
indeed does it seek to control or monopolize, the production of 
or market for middlings. It naturally wishes to buy its raw 
material, wherever it can procure the same easiest, best and 
cheapest. 





Yet it has a monopoly,—a perfectly lawful monopoly in the 
trade name “Cream of Wheat.” By the law of trade-mark and 
unfair competition, no one but defendant can sell, under the name 
chosen by defendant, what any one can make and sell under an- 
other and non-infringing label. The style and dress, name and 
package of defendant have been extensively and successfully ad- 
vertised for eighteen years, until the public has grown accustomed 
to ask for and get something good to eat under the name “Cream 
of Wheat,” and an identical substance under another name would 
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have to travel the same long, hazardous and expensive path, 
in order to get or create a market. 

It is possible to assert that the (say) one per cent of mid- 
dlings, which when selected and purified is called “Cream of 
Wheat,” is for legal purposes at all events, a different commodity, 
a separate thing or entity from all other “middlings.” 

The point is more dialetic, for all that makes the difference 
or separates the things is a name; and the substantial truth re- 
mains that defendant’s business consists in lawfully monopolizing 
a trade-name, and impressing the public with the purity, relia- 
bility and uniformity of the very common substance it sells un- 
der that cleverly chosen name. The selection of the name was 
quite as important as the selection of the middlings, when busi- 
ness began, and after so much advertising the name or brand 1s 
by long odds the most important element in the business, 

Plaintiff is the founder and proprietor of an unusually large 
number of stores widely scattered through the middle and some 
of the eastern states. If not grocery stores in the common ac- 
ceptance Of that phrase, they sell many if not most “groceries.” 
Out of more than a thousand establishments owned by plaintiff, 
a large proportion are known as “Economy Stores,” which are 
places having but a single attendant and no telephone, giving no 
credit, making no deliveries and closed whenever the manager 
leaves for meals or sleep. The maintenance charge, or overhead 
expense of such stores, is plainly smaller than that of groceries 
managed in the usual way; and at them plaintiff seeks to com- 
pensate for lack of conveniences by cheapness of price. 

Such a storekeeper as plaintiff obviously has under his own 
hand as many outlets or places for reaching the consumer, as 


some jobbers or wholesalers have customers. He can buy for 


his own convenience, and in order to sell over his own counters, 
in quantities as large as does many a jobber who would refuse 
retail trade. In short the plaintiff is, in buying, a wholesaler 
(on perhaps no great scale), and, in selling, is-a very large re- 
tailer. 

For purposes of this discussion, relations between plaintiff 
and defendant began in 1913. In January of that year defendant 
published a new scheme of sales, revoking all existing plans, 
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methods or agreements. The action was timely, if not caused 
by legal advice based on the price regulation cases, of which 
the dissent in Henry v. Dick Co. (224 U. S., 1), was the pre- 
monitory rumble, and Victor Talking Machine Co. v. Strauss 
(222 Fed. Rep., 524), is the last echo. (') 

By the printed scheme just mentioned, the Cream of Wheat 
Co. held itself out as refusing to sell to “consumers, retailers 
or chain or department stores.” It reserved the right to refuse 
to sell to anybody who failed to comply with any request made, 
and deemed by defendant beneficial to itself, the “trade at large” 
or the “interests of the consumer’; and announced as its policy, 
that it would “confine our sales exclusively to wholesalers.” 
Sales, however, once made, were absolute and the transaction 
closed. Sale was to imply no agreement to maintain or fix any 
price on a resale,—nevertheless defendant requested that retail 
prices be kept at the level recommended by it. 

This request, taken in conjunction with the reserved right 
to cease selling to anyone who did not comply with requests from 
the same source, was in effect saying plainly enough,—keep up 
the retail price or we will stop supplying you, if we think such 
stoppage profitable. I do not suppose that this sales scheme 
was a contract, or anything enforceable against defendant but 
it serves to show a professed state of mind. 

Notwithstanding, however, this published sales plan, defend- 
ant, well knowing that plaintiff sold directly to the consumer, 
sold “Cream of Wheat” to plaintiff at wholesale rates and in large 
quantities,—upon condition that in making sales over the counter, 
no smaller price should be charged, than the small retailer had 
to ask in order to get a fair profit, viz: not less than 14 cents the 
package. (*) 


(1) These cases resting on sales of patented articles are cited, merely 
to emphasize my opinion that restrictions in use, and limitations on sale, 
are essentially the same thing, if title passes to the thing limited or re- 
stricted. The dissent in the Henry case loudly prophesied to the pro- 
fession what has since become history. 

(2) The effect of defendant’s price list was and is this: the Cream of 
Wheat Co. sold to wholesalers at $4.10 per case of 36 packages, and in 
carload lots at $3.95 per case. The wholesaler was “ requested” to sell 
to the retailer at $4.50 per case, a figure which enables the ordinary 
groceryman to get a moderate profit on selling at 14 cents the package. 
At 12 cents per package loss is almost certain, unless the goods are ob- 
tained at $3.95 the case. 
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In or about January, 1915, plaintiff refused to observe this 
agreement or request, and openly sold “Cream of Wheat” at its 
“Economy Stores” for 12 cents per package. 

It is fairly inferable from this history, that the published sale 
plan of 1913 was incomplete or inaccurate; it should have added, 
“we reserve the right to sell at wholesale rates and in carload lots 
to anybody, who will not cut the consumers’ price below 14 cents.” 
Defendant’s selection, acceptance or rejection of a customer did 
not depend upon the wholesale or retail character of his business, 
but largely if not wholly upon whether he could be depended upon 
to maintain “requested” rates. 

After some talk and writing, plaintiff remained contuma- 
cious and refused to maintain prices, whereupon defendant re- 
fused, and still refuses, to sell “Cream of Wheat” to plaintiff at 
any price or in any quantity whatever. 

The defendant also sent out circulars to the jobbing trade 
pointing out the “cut rate” practices of plaintiff, and asking the 
recipients to see to it “that no quantity (of ‘Cream of Wheat’) 
at any price shall reach directly or indirectly the (plaintiffs) 
to enable them to continue their present menace to the legitimate 
trade.” 

In result, the situation, when suit was brought, was, that 
plaintiff could not make any money on Cream of Wheat sold at 
12 cents, because it could not get carload rates; but no great 
success attended defendant’s efforts to prevent jobbers selling 
to plaintiff—there were and are too many men quite willing to 
let the Atlantic & Pacific Co. lose money, as long as they made 
a little. 

This condition of affairs still continues; and the main ob- 
ject of this action and of the present application is to compel 
defendant to fill plaintiff's orders for “Cream of Wheat” in car- 
load lots at $3.95 per case. 

Of course the bill does not put the matter so boldly, (') but 
if the law does not warrant an order productive of the result 
stated,—this action is of little worth. 


(1) The prayers of the bill are as follows: 
(1) That it be adjudged that the said plan or system of sales and said 
system of embargo are illegal and that the defendant herein has violated 
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It is not worth while to consider whether the facts above 
shown produce a case under the Sherman Act. If they do, the 
matter is not much advanced, because under that statute the 
plaintiff could not bring this action in equity; and if they do not, 
plaintiff just as firmly asserts its right to relief under the Clayton 
Act. 

I shall therefore follow counsel (none of whom has dis- 
cussed the applicability of the Sherman law) and say no more 
about it. 

It is urged that defendant’s professed and published scheme 
of sales, plus its practice thereunder, create an actual monopoly 
of, and do lessen competition in, “Cream of Wheat’’; that this 
result is in itself unlawful; and is produced by means which 
are specifically prohibited by Sec. 2 of the Clayton Act, viz: 
price discriminations not justified by any of the exceptions of 
that section. As the next and final step in justification of its 
procedure, plaintiff asserts itself to be threatened with loss or 
damage, through the above stated violations of Sec. 2, and there- 
fore seeks an injunction under Sec. 16. 

The text of these sections is given (') in a foot-note, and I 
shall hereafter assume (but not find) that if defendant has 
violated Sec. 2, plaintiff has good right to use Sec. 16. 

It will show my interpretation of Sec. 2, and emphasize 
any errors of construction, to pick out, sometimes paraphrase, 
and arrange in order the words of that section deemed applic- 
able to the case in hand, thus: It is unlawful for a person en- 


Sections 1 and 2 of the Act of Congress of July 2nd, 1890, entitled “An 
Act to protect trade and commerce against unlawful restraints and 
monopolies,” and Section 2 of the Act of Congress of October 15, 1914, 
entitled “An Act to supplement existing law against unlawful restraints 
and monopolies and for other purposes.” 

2. That defendant be enjoined and prohibited from enforcing and 
carrying out said plan or system of sales or from enforcing or attempting 
to enforce said embargo by means of said boycotting, blacklisting or 
otherwise, and from thereby in any manner or to any extent cutting off 
the plaintiff's supply of said articles “Cream of Wheat’ within the jur- 
isdiction of the United States until such time as your Honors shall ap- 
point and direct and order herein; and that upon such hearing the writ 
herein prayed for be made and confirmed until the final determination 
of this suit, and that thereupon said injunction may be made perpetual. 

(1) Sec. 2. “It shall be unlawful for any person engaged in com- 
merce, in the course of such commerce, either directly or indirectly to 
discriminate in price between different purchasers of commodities, which 
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gaged in commerce, (!) and in course of commerce, to discrim- 
inate in price between purchasers of commodities, (7) when 
ever discrimination may substantially lessen competition, or tend 


to create a monopoly in any line of commerce, (*) but there 


may be price discrimination on account of quantity of com- 


modity sold; and persons selling goods may still select their own 
customers in bona fide transactions, (4) and not in restraint of 
trade. 

Plaintiff’s syllogisms in support of the demand for relief 
are simple; thus, 


commodities are sold for use, consumption or resale within the United 
States or any territory thereof or the District of Columbia or any 
insular possession or other place under the jurisdiction of the United 
States, where the effect of such discrimination may be to substantially 
lessen competition or tend to create a monopoly in any line of commerce 
Provided, That nothing herein contained shall prevent discrimination 
in price between purchasers of commodities on account of difference in 
the grade, quality or quantity of the commodity sold, or that makes 
only due allowance for difference in the cost of selling or transportation, 
or discrimination in price in the same or different communities made 
in good faith to meet competition; And provided further, That nothing 
herein contained shall prevent persons engaged in selling goods, wares 
or merchandise in commerce from selecting their own customers in bona 
fide transactions and not in restraint of trade 

Sec. 16. “Any person, firm, corporation or association shall be en- 
titled to sue for and have injunctive relief, in any court of the United 
States, having jurisdiction over the parties, against threatened loss or 
damage by a violation of the anti-trust laws, including sections two, 
three, seven and eight of this Act, when and under the same conditions 
and principles as injunctive relief against threatened conduct, that will 
cause loss or damage is granted by courts of equity, under the rules 
governing such proceedings, and upon the execution of a proper bond 
against damages for an injunction, improvidently granted and a show 
ing that the danger of irreparable loss or damage is immediate, a pre 
liminary injunction may issue; Provided, That nothing herein contained 
shall be construed to entitle any person, firm, corporation or association, 
except the United States, to bring suit in equity for injunctive relief 
against any common carrier subject to the provisions of the Act to 
regulate commerce. approved February fourth, eighteen hundred and 
eighty-seven, in respect of any matter subject to the regulation, super 
vision or other jurisdiction of the Interstate Commerce Commission.” 

(1) Commerce can only mean (as the context shows) interstate or 
foreign commerce 

(2) That is “commodities” sold by the “person” first named. 

(3) “Line of Commerce,” this vulgarism is not a term of art, but it 
must mean trading or dealing in the commodities (or some of them) 
first above spoken of 

(4) It would have been simp'er to say that vendors may select their 
own bona fide customers. I think the intent is to exclude from the ex- 
ception pretended sales, e. g. consignments to undisclosed agents; and 
perhaps sales coupled with an attempted condition subsequent. 
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(1) defendant has a monopoly in “Cream of Wheat”: 
(2) through such monopoly it fixes the re-sale price of that 


article; therefore 
(3) it prevents competition in “Cream of Wheat” and violates 
the body of Sec. 2. 

Again ; 
preventing competition is restraint of trade; 
defendant does prevent competition; therefore 

(3) it restrains trade and is not within the exception of 
Sec. 2. 

lf the premises of the above logical formulae are admitted 
in the sense and to the extent plaintiff asserts or assumes as 
proper, the conclusions flow as matter of course. A successful 
answer must deny or avoid the premises; or ascribe to words 
a scope and meaning at variance with plaintiff’s usage. 

Taking up seriatim the parts of the above propositions: it 
is true that defendant has a monopoly in “Cream of Wheat,” but, 
as heretofore stated, it is a lawful monopoly, ultimately resting 
on the plain truth that there can be nothing anywhere in the 
United States lawfully called “Cream of Wheat”’ 


without defend- 
ant’s consent and approbation. 


In that substance (if legally it 
is a distinct substance) defendant has the monopoly of a crea- 
tor; something which is not and never has been within the pro- 
hibition of any law, anti-trust or otherwise. 

On the contrary that monopoly is encouraged by patent 
trade-mark and copyright statutes, and the rules of unfair com- 
petition. Therefore the implication of plaintiff’s premise, that 
there is something inherently wrong in defendant’s monopoly, 
is false and misleading. 


The minor premise, that defendant fixes the resale price, 


is not in my opinion true in point of fact. It would like to fix 


that price, so far as its minimum is concerned; but fixing con- 
notes enforcement; that it cannot accomplish, and, since 1913 
at all events, the attempt has been abandoned. Let it be assumed 
that defendant declines business with all who refuse to maintain 
prices. If such refusal affected a necessity of life, or even a 
staple article of trade, the matter might be serious, and history 


might be appealed to for instances of statutory punishment, e. g., 
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the engrossing acts. But mere abstention from dealing cannot 


per se be price fixing, because the price is not made to depend 
upon any contract or agreement even thought, by the parties, to 
be enforceable. ‘To call defendant’s acts price fixing, is inac- 
curate, and evades obvious legal questions, viz: whether defend- 
ant has the right to decline business; and whether it is any- 
body’s business why the business is declined. 

Therefore, because I cannot accept the meaning imputed 
to the words used by plaintiff, it is not found necessary to reach 
the conclusion of the first proposition. 

Concerning the second syllogism; it must be admitted that 
there is abundant authority for the general proposition that pre- 
venting competition is restraint of trade; but it does not follow 
that it is unlawful either to prevent any and every species of 
competition, or to restrain trade in any and every degree. 

The only competition prevented or sought to be prevented 
by defendant's acts, is that of “Cream of Wheat” against itself; 
the only trade restrained is the commercial warfare of a large 
buyer against small ones, or that of a merchant who for ad- 
vertising purposes may sell an article at a loss, in order to get 
customers at his shop, and then persuade them to buy other 
things at a compensating profit. That competition as encouraged 
by statutes and decisions, does not include such practices, has 
been sufficiently shown (with ample citations) in Fisher Flour- 
ing Mills Co. v. Swanson (76 Wash., 649). 

It is further obvious, that when plaintiff premises that pre- 
venting competition is restraining trade, it is assumed that the 
resultant restraint is unreasonable; for there is nothing in the 
Clayton Act to compel or induce courts to hold that the trade 
restraint referred to by this statute, differs in kind, quality or 
degree, from that now held to be meant by the Sherman Act. 

Because, therefore, I am not persuaded that the acts of 
defendant have produced, or tend to produce, diminution of any 
competition favored by reason or law, or have restrained trade 
unreasonably (if at all), I do not find it necessary to accede to 
the second syllogism. 

Mere doubt of the propositions of plaintiff would require 
refusal of preliminary injunction; but I may more distinctly 
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state my reasons for thinking that even definite, positive and 
admitted price regulation is not unreasonable restraint of trade 
in the present instance. (') 

“Cream of Wheat” is not a necessity, it is not even a staple 
article of commerce. If it be a commodity at all, the commodity 
and the name are synonymous. Its continued existence depends 
upon defendant’s ability to control the marketing of its own 
product. The doing of what plaintiff wishes, would take from 
every groceryman near an “Economy Store” the last incentive 
to buy any “Cream of Wheat,” and collectively such grocery keep- 
ers are more important to the public and the defendant than 
is the plaintiff. If injunction were granted, defendant and many 
retailers would be injured, and the microscopic benefit to a 
small portion of the public would last only until plaintiff was 
relieved from the competition of the fourteen cent grocers, 
when it too would charge what the business would normally 
and naturally bear. In short, it is plaintiff and not defendant 
that pursues methods, whose hardship and injustice have often 
been judicially commented upon (U. S. vs. Freight Assn., 166 
U. S., 322). 

In my judgment the prevention or limitation of practices 
such as plaintiff's (so far as consistent with Statute Law), ts 
the reverse of unreasonable. 

There remain two legal enquiries (previously suggested ) 
to which this motion justifies answers—which answers go to 
the root of plaintiff’s case. 

The questions are 


(1) There is surely a very obvious difference between enforcing by le- 
gal process an agreement to regulate prices, and regulating prices by legal 
process. The agreement may be, and usually is unenforceable; Bauer v. 
O'Donnell, (222 U. S, 1), gives the reasons; but it is not necessarily un 
lawful for a man to do voluntarily what he cannot be compelled to do. It 
follows, therefore, that, even under the Clayton Act, price regulation 
accomplished without undue or unreasonable trade restraint, and by a 
judicious selection of customers, may be lawful. It seems to be argued 
for plaintiff, that because defendant could not enforce a price agreement, 
it cannot by dny method accomplish, even partially, the same result 
It is an amusing commentary on this doctrine that the main object of 
this suit is to have this court compel delivery of “Cream of Wheat” at 
$3.95 per case—which is pro tanto price fixing. 
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(1) Does Section 2 of the Clayton Act apply to the defend- 
ant at all? and 


(2) ds it within the power of the Congress to compel de- 
fendant to do what plaintiff demands ? 


Section 2 plainly identifies the lessening of competition with 
restraint of trade (of the body of the section with the last ex- 
ception). But price discrimination is only forbidden when it 
“substantially” lessens competition. Construing the whole section 
together, the last exception reads in effect that a “vendor may 
select his own bona fide customers providing the effect of such 
selection is not to substantially and unreasonably restrain trade.” 

How it can be called substantial and unreasonable restraint 
of trade, to refuse to deal with a man who avowedly is to use 
his dealing to injure the vendor; when said vendor makes and 
sells only such an advertisement begotten article as “Cream of 
Wheat,” whose fancy name needs the nursing of carefully 
handled sales to maintain an output of trifling moment in the 
food market—is beyond my comprehension. 

Turning to the second question: if it be granted that Sec- 
tion 2 does apply, and that defendant’s selection of customers 
results in unlawful restraint of trade——can it be possible that 
such person’s evil ways are to be mended, not by stopping his 
business, but by adding to his list of customers, one or many 
persons chosen by the Congress? 

Numerous individuals and corporations have been enjoined 
from restraining the trade of other people, no matter how flour- 
ishing the offenders’ trade might be, nor how greatly the general 
vo!ume of trade had increased during the period of restraint. But 
never before has it been urged that, if I. S. made enough of 
anything to supply both Doe and Roe, and sold it all to Doe, 
refusing even to bargain with Roe, for any reason or no reason 
such conduct gave Roe a cause of action. (') 

If the Congress has sought to give one, the gift is invalid, 

(1) The following decisions recognize the inherent right of refusing 
business, but bear no relation to the facts herein: 

Re Grice, (79 Fed. Rep., 627). 

Greater New York & Co. v. Biograph Co., (203 Fed. Rep., 39). 


Adair v. United states, (208 U. S., 161). 
Standard Oil Co. v. U. S., (221 U. S. at p. 56). 
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because the statute takes from one person for the private use 
of another the first person’s private property. 

Using the words, sell or sale, conceals the issue. If a man 
prefers to keep what he has, an offer of money to salve the tak- 
ing thereof, does not prevent such taking from being confisca- 
tion. The Cream of Wheat Co. is a purely private concern, ex- 
cept as regulated by its creating law; it is an ordinary merchant 
whose business is affected by no public use whatever. The 
statute as construed by plaintiff descends upon that private 
merchant, and commands him to make a contract by which he 
transfers his property for a price but against his will. The con- 
iract and the price are legally mere surplusage—the constitutional 
violation lies in the compulsion, whereby he is deprived of his 
property for a private purpose. 

[f defendant’s actual scheme of interstate business is un- 
lawful, the United States certainly, and now perhaps an indi- 
vidual plaintiff, can put it out of business; but neither the nation 
nor any individual can take away its property with or without 
compensation for the private use of anyone. (') 

There remains one pendant to the main case. Plaintiff com- 
plains of defendant’s circulars to the trade as an embargo or 
boycott. 

There is no proof that defendant refused or threatened to 
refuse to sell to anyone who sold to plaintiff; it did request its 
chosen customers not to deal with plaintiff. 

If it had good right to refuse dealings itself with plaintiff, 
and without malice asked other people to do the same thing— 
so far only as “Cream of Wheat” was concerned—defendant was 
within its rights. Embargo is a word without meaning in pri 
vate law; as to boycott I have stated my views at some length in 
Gill Engraving Co. vs. Doerr (214 Fed. Rep., 111). 

Limiting the discussion to goods of defendant’s own making, 
the opinion in U. S. v. Keystone Watch Co. (218 Fed. Rep.. 
502), does not bear out plaintiff’s contention. (See also Mont- 


(1) It is an interesting speculation, whether national price regulation, 
embracing compulsory sales could not be reached by a system of Federal 
licenses as a prerequisite for interstate business. Semble that submission 
to such prospective regulatory orders, might be exacted as the price of 
licenses. 
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gomery Ward & Co. vs. South Dakota, etc. Co., 150 Fed. Rep., 
413). 

The motion is denied in all its parts. 


Note. Aided by counsel, I have examined all the public documents 
I could find, relative to the Clayton Act, hoping to find something of 
assistance in interpreting the statute. The point raised by this motion 
was not, so far as | know, discussed or considered. 


Korp Moror CoMPpANy v. WILSON 
223 Fed. Rep., 808.) 
District of Rhode Island, June 0, 1915. 


1. TRADE-MARKS—UNFAIR COMPETITION—USE OF NAME. 

The name “Ford” applied to auto parts indicates not merely adap- 
tation to use on “Ford” machines, but the manufacture of said parts 
in a Ford factory, and the prefixing of the name “Ford” to the name 
of the part by another manufacturer should be enjoined. 

2. TRADE-MARKS—UNFAIR COMPETITION—NAME OF PUBLICATION. 

The use of the name “Fordealer” for a publication, indicating that 
the articles described therein are of Ford manufacture when such is 
contrary to fact, should not be permitted. 

3. TRADE-MARKS—-UNFAIR COMPETITION—LACHES. 

Where complainant had some knowledge of misrepresentation of 
origin by defendant, mere non-action, or the ignoring of a few in- 
stances of such misrepresentation could not deprive it of its right 
to stop such practice, when it assumed considerable magnitude. 


In equity. On motion for preliminary injunction. Motion 
granted. 


Crisp, Randall & Crisp, of New York City, and John S. Mur- 
dock, of Providence, R. I., for complainant. 

Wilson, Gardner & Churchill and Horatio E. Bellows, all 
of Providence, R. I., for respondent. 

Brown, District Judge—The defendant does business un- 
der the name of Auto Parts Company, and manufactures and 
sells various parts adapted for use in Ford automobiles. He 
has extensively advertised these parts, preceding the name of 
the part with the word “Ford.” 

Though the parts are adapted for use in Ford machines the 
description of the article as a Ford article would be taken to 
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mean an article manufactured or put out by the Ford Company, 


and would not properly include an article wholly manufactured 
and put out without the supervision of the Ford Company. 

The defendant also issues a publication entitled ‘Fordealer,” 
thus indicating dealings in articles of Ford manufacture. This 
is contrary to the fact, since the articles advertised and dealt 
in are of his own manufacture, and are not in any way derived 
from the complainant. 

While the defendant has a right to inform the public that 
he is manufacturing articles suitable for use on Ford machines, 
he should not be permitted to advertise them as Ford articles, 
but should be required to describe them in such way as to in- 
dicate that they are not manufactured by the complainant. 

The defendant makes some attempt to show acquiescence 
by the complainant. This attempt is not successful. So far as 
the publication called “Fordealer” is concerned, this was begun 
after protest by the complainant against the use of the Ford 
name. 

Even had the complainant some knowledge of the descrip- 
tion of the defendant's articles as Ford articles, mere nonaction, 
or the ignoring of a few instances of violation of right, could 
not deprive it of the right to stop an unauthorized use of its 
name when such use became of considerable magnitude, nor 
could it confer upon the defendant any right to put forth his 
goods with what must be held to be a misrepresentation as to 
origin. 

While the defendant may have considered himself morally 
justified in calling these articles Ford articles, because they 
were adapted for use in Ford machines, such an opinion would 
be erroneous, since, in common acceptation, the word “Ford” 
would indicate, not merely adaptation to use in Ford machines, 
but articles manufactured by the complainant company. It is 
in the latter respect that the defendant has violated the com- 
plainant’s rights. 

Preliminary injunction will be granted. 
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MICHIGAN SUPREME COURT 


Derroit CREAMERY Co. v. THe VELVET BRAND Ice CREAM Co., 
INnc., et al. 


(153 N. W., 664.) 
July 23, 1915. 


1. TRADE-MARKS—OWNERSHIP BY ORIGINATOR. 
Where a partner in a firm originates a trade-mark which is used 
by the firm, he is not individually, the owner thereof, but only as a 
member of the firm. since a trade-mark does not exist as an extrinsic 
thing and its acceptance and value as property, is created by the as- 
sociation with the business of which it is a part. 
2. TRADE- MARKS—ASSIGN MENT. 


A trade-mark cannot be assigned separate and distinct from the 
property on which it has been used 


Appeal from the circuit court, Wayne County. Decree 
for complainant affirmed. 


Argued before Brooker, C. J.. and Kunn, Moore, STone, 
OsTRANDER, Bird, and STeERE, JJ. 


George IV. Bates, of Detroit (Geer, IVilliams, Martin & But- 
ler, of Detroit, of counsel), for appellants. 

Dennis B. Hayes and Miller, Smith, Canfield, Paddock & 
Perry, all of Detroit, for appellee. 


Kunun, J.—This is a suit to enjoin the use by the defend- 
ants of the trade-mark “Velvet Brand” in the manufacture and 
sale of ice cream. The name was originally adopted and used 
by the firm of A. Easter & Sons, and complainant bases its right 
to it on a transfer by bill of sale from that firm to the com- 
plainant, at the time of its organization in 1900, of all its stock 
in trade, good will, and everything pertaining to its business. 
From that time until shortly before the commencement of this 
litigation, the complainant used the name continuously in the 
sale of ice cream, and by a large expenditure of money in ad- 
vertising and by extensive sales has identified it with its goods 
and made it a valuable asset in its business. 

The firm of A. Easter & Son was founded in 1894, when 
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Alfred Easter, who had for a number of years before manufac- 
tured and sold ice cream in connection with a milk and cream 
business, took his son Ephraim into partnership with him and 
gave him a one-fourth interest in the business. In 1898 Ephraim 
orginated the trade-mark while in conversation with an adver- 
tising solicitor, and proposed its use in advertising the firm 
product. Alfred Easter at first refused to authorize its use, but 
later consented; and it was used in the firm advertising, which 
was paid for by the firm. The trade-mark proved to be a great 
success, so much so that the firm was “swamped” with orders. 
From June, 1898, to December, 1899, all ice cream manufactured 
by the firm was sold under the name of “Velvet Brand Ice 
Cream, and the name was not used by any one else. 

late in 1899 Alfred Easter and several other dealers organ- 
ized the Detroit Creamery Company, put in their businesses and 
additional capital, and secured the investment of outside capital. 
The new company commenced business in January, 1900. The 
contract of sale from A. Easter & Son transferred to the Detroit 
Creamery Company all the stock in trade and the good will of the 
business and everything pertaining to said business, and bound 
Alfred Easter & Son, severally and jointly, not to engage in 
the business in Detroit and vicinity for a period of ten years. 
The consideration was $70,000, paid in stock, cash and assump- 
tion of indebtedness. Ephraim received $7,800 cash, as arranged 
between him and his father. That was for his 25 per cent of 
the firm business. The sale of the firm business was conducted 
entirely by Alfred Easter, but they both signed the bill of sale, 
severally and as a firm. The original bill of sale was lost, and, 
according to the assertion of Ephraim, a clause was inserted 
therein by him, giving permission to the Detroit Creamery Com- 
pany to use the words “Velvet Brand Ice Cream” for a period 
of ten years, ending December 31, 1909. This was done for the 
purpose of resefving in himself ownership of the trade-mark, 
which he declared he never intended to part with. Of this 
Alfred Easter claims to have no recollection. He became the 
manager of the new company, and still holds that office. Ephraim 
was employed in the office of the company from Igor to 1913, 
with a short intermission. 
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In April, 1914, the defendants organized the “Velvet Brand” 
lce Cream Company, and announced by advertisement that they 
would commence an ice cream business under that name in De- 
troit on or before June 1, 1914. The complainant protested in 
writing against such use of their name, but the defendants 
began doing business in July, and very soon thereafter the com- 
plainant commenced suit. 

After hearing the case, the chancellor entered a decree that 
the complainant was sole and exclusive owner of the trade-mark, 
and that the defendants be perpetually enjoined from using it. 
From this decree the defendants appeal. 

It may be conceded, for the purposes of the discussion of 
the questions here involved, that Ephraim B. Easter was the 
originator of the idea of having the firm of which he was a 
member use the trade-mark here in question. But it does not 
follow, as a matter of law, that this would make him the owner 
thereof in the slightest degree. It is a well established law of 
trade-marks that a trade-mark does not exist as an extrinsic 
thing, and therefore it is not in any sense property when so 
considered. Its existence as property and its value as such is 
created only when it has become associated with and is a part 
of the business with which it has been connected. It becomes 
endowed with attributes of property when affixed to merchan- 
dise, because, when so affixed, it represents the good will of the 
producer of the merchandise to which it is affixed, and the value 
consists of the extent that the information it conveys or implies 
is of value. This seems to be sustained by the entire weight 
of authority in trade-mark law. See note to Falk et al. v. Amer- 
ican Mest Indices Trading Co., (1 L. R. A. [N. S.] 704); Paul on 
Trade-marks, (§92); Rogers on Good Will, Trade-marks, and 
Unfair Trading, (p. 99); Williams v. Farrand, (88 Mich., 473, 
50 N. W., 446, 14 L. R. A., 161); Derringer v. Plate, (29 Cal., 
292, 87 Am. Dec., 170) ; Atlantic Milling Co. v. Robinson ([C. C.] 
20 Fed., 218). Mr. Justice Holmes, in note B-x, to 2 Kent's 
Commentaries, *366 (13th Ed., p. 506; 14th Ed., p. 592), says: 

“So it would seem that, while a person may transfer the right to 


use a trade-mark along with the business to which it relates, it cannot 
be separately sold. Kidd v. Johnson, (100 U. S., 617 [25 L. Ed., 760]) ; 
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Carmichael vy. Latimer, (11 R. L., 395 [23 Am. Rep., 481]). It would seem 
a sufficient reason for this that, the mark having come to designate a 
certain manufacture of goods, it would be a fraud on the public to allow 
it to be used on goods not of that manufacture.” 





The record discloses that the Detroit Creamery Company, 
complainant herein, acquired all the assets, good will, and every- 
thing pertaining to the business of A. Easter & Son as a going 
concern in January, 1900. But it is the contention of the de- 
fendants that the use of the trade-mark or trade-name on the 
part of the complainant was to be limited to a period of 10 
years from that date. It appears, however, that the use of this 
name was confined for a period of 14 years to the product of 
the complainant company, and it only had value as such in con- 
nection with such product. It has been universally held that a 
trade-mark, as such cannot be assigned separately and distinct 
from the property to which it has been attached, and likewise 
the rule has been laid down that a naked license to use a trade- 
mark is of no more validity than an assignment thereof. Both 
are void. 38 Cyc., 876. The rule is thus stated in 28 Am. & 
Eng. Enc. Law (2d Ed.) 405: 








“As a general rule, a valid license cannot be granted for the use 
of a trade-mark. This rule is based upon the principle that a trade-mark 
must indicate the ownership and origin of the goods, and having once 
become associated with the product of an individual or a person, to per- 
mit the use of the same mark by several persons, even by authority of 
the owner, would be to authorize a fraud and deception upon the pub- 
lic by representing goods mz ide by the licensee as emanating from the 
original adopter of the mark.” 












It necessarily follows as a corollary from this that it would 
he impossible to transfer the property with which a trade-mark 
was connected and retain title in the trade-mark separate and 
distinct from the property. An attempt to use such trade-mark 
in connection with some other business than that to which it was 
attached would be clearly, under the reasoning above set forth, 
a fraud and deception upon the public as representing goods 
as emanating from the company which originally adopted the 
mark, and by its use gave it its value in connection with its 
business. 

We think it is clear that Ephraim B. Easter never had any 


title or ownership in the trade-mark in question separate and 
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distinct from his ownership in the partnership property which 
was conveyed to the complainant company; and, it being es- 
tablished beyond question that the trade-mark was necessarily 
connected with and was a part of the good will of the business 
of said partnership which was transferred to the complainant 
company, it follows that it was legally impossible for him to re- 
tain ownership in something which did not have any separate 
and distinct legal existence. 

In Royal Baking Powder Co. v. Raymond ([C. C.] 70 Fed., 
375), Showalter, J., said: 


“In Allan’s Law of Good Wil (page 26) it is said that ‘a trade-mark 
cannot exist apart from a business.’ It may be more accurate to say 
that a trade-mark cannot exist apart from the good will of a business, 
since what is known as the good will may persist for a time after such 
business has in fact ceased. A manufacturing establishment, for instance, 
may, with all its machinery and appliances and its store of products, be 
destroyed by fire, and a year or two may pass before such manufactory is 
rebuilt, and the business started again; but, when started, the old custom- 
ers, in part at least, will resume trade connections. Here the business 
stops for a time, but the good will invo‘ving the trade-marks remains 
a property more or less valuable during the interval of cessation. I can 
conceive such a stoppage of bus:ness by accident or design, even for a 
series of years, where the good will, including the trade-marks, may still 
be found extant; that is to say, valuable, upon resumption. But when it 
is not shown in some satisfactory way that the trade reputation of a 
suspended business continues to have value (can be exchanged or sold, 
for instance, for a price), a court cannot say that a good will remains; 
in other words. that there still attaches to the o'd proprietor any dominion 
over, or property right in, a mark which may once have had, but which 
no longer has, significance for him in the world of trade.” 


4 


See, also, Bulte v. Igleheart Bros., (137 Fed., 492, 498, 70 
C. C. A., 76), and Hopkins, Law of Trade-Marks, where it is 
said: 


“Inasmuch as there can be no title in a trade-mark apart from the 
good will of the business in which it is used, it follows that, in an as- 
signment of the business and good will of the owner of the mark, the 
title to the trade-mark, without being specially mentioned, passes to the 


assignee.” (Section 15.) 

The attempt on the part of Ephraim Easter to convey or 
license to the defendant the bare words “Velvet Brand” or 
“Velvet Brand Ice Cream,’ wholly apart from the good will, 
goods, and business in which they had originated and which thev 
had been continuously associated with since 1898, was void. It 
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was an attempt to lead the public to believe that it was ob- 
taining from the new company the old brand of ice cream, the 
reputation of which had been created and established by the 
complainant company. 

We are of the opinion that the chancellor who heard the 
case arrived at a proper conclusion in determining that the com- 
plainant company was the sole and exclusive owner of the trade- 
mark in question and enjoining the defendants from the use 
of it. 

The decree is therefore affirmed. 
The late Justice McAlvay took no part in this decision. 


NEW YORK SUPREME COURT 
STaR COMPANY v. WHEELER SYNDICATE, INCORPORATED. 
Special Term, New York County, September, 1915. 


1. TRADE-MARK—INFRINGEMENT. 

Where an artist creates certain fantastic characters which he 
copyrights and sells to various newspapers, and later contracts with 
another newspaper to supply it exclusively with his drawings, and dur- 
ing the life of this contract himself registers the title as a trade-mark, 
the right of the newspaper after the expiration of the contract to any 
title in the trade-mark is doubtful and a preliminary injunction to 
restrain the publication of the series in another paper will be denied. 


In equity. On motion to vacate preliminary injunction 
Motion granted. 


John T. Sturdevant (Bainbridge Colby, of counsel), for 
plaintiff. 

Kelley & Becker (Charles E. Kelley, of counsel), for de- 
fendant. 


Weeks, J.—The plaintiff seeks an injunction restraining the 
defendant from using the words “Mutt and Jeff’ in connection 
with cartoons designated as “comic strips,’ which are claimed 
to constitute comic sections of newspapers. It is asserted that 
such words used as a title, constitute a trade-mark or trade-name, 
ewnership of which is claimed by the Star Company and also 
by the artist Harry C. Fisher, under license from whom the 


Wheeler Syndicate, Inc., claims the exclusive right to use the 
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‘ 


same. The Star Company also asserts the right to prevent any 
person, without its consent, from depicting the figures of either 
“Mutt” or “Jeff” in comic strips, or making any sketches or 
representations of said characters, or using said names as desig- 
nations of the comic characters or figures of “Mutt” or “Jeff.” 

The grotesque figure of “Mutt” first appeared in a cartoon 
drawn by Fisher which appeared in the San Francisco Chronicle 
on November 15, 1907, and the figure continued to appear in 
his cartoons in that newspaper until December 10, 1907, on which 
day the cartoon was copyrighted by Fisher. On the following 
day a similar cartoon, also containing the figure of “Mutt” 
and drawn by Fisher, appeared in the San Francisco Examiner, 
and such cartoon was also copyrighted by Fisher. On May 5, 
(go8, another grotesque figtire called “Jeff” was introduced by 
Fisher in the cartoon appearing on that day in the Examiner. 
Until May, 1909, Fisher continued to draw cartoons of “Mutt” 
and “Jeff,” containing one or both figures, and the Examiner 
printed them with the name of the artist following the title or 
caption of the picture. In this month (May, 1909) Fisher’s 
cartoons of “Mutt” and “Jeff” first appeared in the New York 
American, published by this plaintiff. 

On August 8, 1910, Fisher entered into an agreement with 
the plaintiff for a period of five years “to devote his entire time, 
attention and energy to the Star Company and the publications 
and newspaper enterprises in which Mr. William R. Hearst is 
or may be interested, and to work exclusively for the Star Com- 
pany and such publications and newspaper enterprises.” The 
Star Con.pany, in addition to allowing Fisher to appear in vaude- 
ville, agreed that during the life of the agreement “no one, with 
its consent, shall produce ‘Mutt’ or ‘Jeff’ or any other series 
originated by Mr. Fisher in any publication controlled by the 
Star Company or Mr. Hearst, and that it will prohibit any such 
publication on due notification from Mr. Fisher.” 

On September 22, 1910, Fisher copyrighted in book form z 
some of the cartoons which had been theretofore published in 
various newspapers, together with some new ones, under the title 
“The Mutt and Jeff Cartoons, by Bud Fisher.” A second book 


NL trian eer 
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under the same name and designated “Book 2” was copyrighted 
by Fisher on, November 1, 1911. 

On November 14, 1914, Fisher applied for registration of the 
title “Mutt and Jeff” as a trade-mark for a series of cartoons, 


and registration was granted March 9, 1915. 

Prior to December 11, 1914, the cartoons had invariably 
been published under the descriptive captions or tit’es as fur- 
nished by the artist with his drawings and with the words “by 
Bud Fisher” added to such titles. Up to that time the words 
“Mutt and Jeff had never been used in the newspapers as a 
title. 

The plaintiff, having learned that its contract with Fisher 
would not be renewed, prefixed to the descriptive title of the 
cartoon as published in the New York American on December 
11, 1914, the words “Mutt and Jeff,’ but did not prefix those 
words to the title of the cartoon as published under its syndicated 
service in the newspapers outside of New York City. 

After that date the words “Mutt and Jeff” were not again 
used as a title until January 19, 1915, when the cartoon was 
published under the title “Mutt and Jeff. By Bud Fisher,” and 
this style of publication continued until January 29, 1915. 

The cartoons in question, which are ca led “comic strips,” 
may be described from the exhibits as a series of five or six 
pictures arranged in a strip so as to cover the width of a news- 
paper page, amd depicting the progressive development of a sit- 
uation in which the oversized “Mutt” and the undersized “Jeff” 
are usually the only participants and in which the latter is usually 
the subject of maltreatment by the former. 

“Syndicating,” referred to in the papers upon this motion 
as a business in which both the Star Company and the Wheeler 
Syndicate, Inc., are engaged, consists in gathering material suit- 
able for newspaper publication from writers and artists and dis- 
tributing the same at regular intervals, in the form of matrices, 
to newspapers throughout the country for publication on the same 
day. 

The plaintiff rests its claim upon the authority of NV. Y. 
Herald v. Star Co., (146 Fed. Rep., 204), which ststa:ned the 
Herald’s right to a trade-mark in the words “Buster Brown” 
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“ 


4S a title or heading for a «& MIC section of a Newspaper. It was 


section might consist of several 
Pages or of a single Page, or that it might be 


stated in that Case that a comic 


a sub-section of a 


larger section, also ¢, mic, and that the artist who originated or 
drew the first figure of “Buster Brown,” or any other Person. 
Was entirely free to design, draw, color and publish comic pic- 
tures of the same kind as those to which the title had been pre- 
fixed by the owner of the trade-mark, Provided the Cartoons did 
not so closely iMitate pictures already published 


as tO amount 
to an infringement thereof. The opinion 


Points out that the 
an alleged infringement 


‘Buster Brown” fase concerned only 
Of a trade-mark. and presented nO question 


aS to copyright or 
as to unfair competition, [pn these last two respects, as well ac 
In the facts, the Case is whi ly dissimilar to the case at bar. 
In the “Buster Brown” case the comic figure had never 
been used for a Newspaper Cartoon or comic section prior to 
its use in the cone section or Supplement of the Herald; 


neither 
the name nor the figure had been used by the 


artist theretofore. 
€xcept for an a(lvertising Poster; the Cartoon 


Which was drawn 
in black and white by the artist Outealt h 


ad been colored by the 
art department of the Herald for such Publication : 


tion of the title to the ave O! section Ww 
Ss 


as Originally made by the 

Herald and Was continuously used as a heading for such section 
for more than three years, and such title had become widely 
section issued by 

the Herald Company, and had been Syndicated by 
name as a comic section, and such title 


the Herald Company as a trade-mark. 


known as a distinguishing Mark of the comic 
s Ss 


it under that 
had been registered by 


In the Present case there has been no such original applica- 
tion by the Star Company of the title “Mutt and Jett” 


to the 
Pictures described as “comic Strips,” 


and no such continued and 
exclusive 4PPropriation of the title to such purpose js shown. 
It does not appear that the Cartoons have been Published as a 
section or Part of a comic Supplement, or that the title 


has be- 
come known as a (distinguishing Mark of any 


such Supplement. 
Both characters y ‘re created by the artist and the names were 
used by him and by other newspape 


rs in connection with comic 
Cartoens of the Same character during the years from 1907 to 
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1909, before the Star Company published any of the artist's 
work, and the characters of “Mutt” and “Jeff” were recognized 
by the Star Company and described in its contract of August 8, 
IQ1O, as component parts of a “series originated by Mr. Fisher.” 

The distinctive title “Mutt and Jeff’ was first applied to 
the cartoons by the artist when he copyrighted “The Mutt and 
Jeff Cartoons, by Bud Fisher,” and the Star Company never ap- 
plied the title to any cartoons published and sold by it until 
December 11, 1914, and even then such title was not used upon 
its syndicated pictures, and during the entire period, down to 
and including the publication of January or February, 1915, here- 
after referred to, the captions or titles of the cartoons were in- 
variably followed by the words “By Bud Fisher.” 

The only cartoon which is annexed to the moving papers 
bears the title “Mutt and Jeff, by Bud Fisher.” This is described 
“a copy of said comic strip or section bearing plaintiff's 
trade-name Mutt and Jeff” which had been “sold by the plaintiff 
throughout the period mentioned in the complaint, to wit, August 
8, 1910, to the present time.” 


as 


This exhibit does not in any way indicate that it formed 
any part of a comic section or supplement, and I understand 
it to be admitted that the use of these cartoons was not limited 
to any such section, but that they were published on the pages 
of general news. No date is given of the publication of this 
exhibit, but an examination of the printing upon the reverse 
side indicates that it was published shortly prior to February 3. 
1915. 

It is apparent, therefore, that in the present case the ques- 
tion is not so much one of trade-mark infringement as one of 
unfair competition and the right to acquire a trade-mark in a 
name previously selected by another as the title to a copyrighted 
work. 

In an application for a preliminary injunction it is well 
settled that unless the right of the plaintiff is clear, injunction 
will not issue. 

Under the provisions of the United States statutes relating 
to trade-marks it is provided (Act of March 3, 1881, sec. 7) 


/ 
that registration of a trade-mark is prima facie evidence of 


- 
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ownership. In the case at bar registration of “Mutt and Jeff” 
as a trade-mark is in the name of Fisher, and the plaintiff 
has not shown such a clear right in itself to the trade-mark 
as to overcome this presumption of ownership in Fisher. 

The requirements necessary to be complied with before the 
right to a trade-mark can be sustained are stated in Jaeger’s Co. 
v. Le Boutillier (47 Hun, 522), as follows: 


“In order to entitle a person to claim a proprietary right in any 
particular devices or marks attached to goods, the article to which these 
marks or devices have been attached must have been manufactured and 
produced by the person applying such marks or devices, and thus a 
reputation established in the market for goods thus manufactured in 
connection with these particular marks. The marks or devices thus used 
become a trade-mark, which becomes the property of the person who 
has originated it and created for it a reputation in connection with his 
manufactures. * * In the case of a trade-mark, it is a mark or 
device attached by the manufacturer or seller of goods to the mer 
chandise produced by him, in order to distinguish it from a like class 
of merchandise produced by others; and the right to the exclusive use 
of such trade-mark accrues not because he was the originator of the 
same, but because he has applied it to goods of his manufacture, and they 
have acquired a reputation in connection with such mark.” 


The reputation acquired for these cartoons was not a repu- 
tation established in the market for a comic strip manufactured 
and produced by the Star Company and to which it had attached 
the mark or device of “Mutt and Jeff” in order to distinguish 
it from a like class of merchandise produced by others. It was 
rather a reputation established in the market for a comic strip 
containing the grotesque figures of “Mutt and Jeff, by ‘Bud’ 
Fisher.” 

The designation of authorship was a part of the trade-mark, 
if trade-mark there was. 

The reputation which was established was a reputation which 
entitled the public, constituting the market, to expect to receive 
and enjoy the humor of the author and the skill of the artist 
to which it had become accustomed. 

If there were any doubt as to the words “Mutt and Jeff” 
being inseparably associated in the public mind with the artist 
rather than with the newspaper it is entirely dispelled by the 
letters produced by the Star Company. 


Under date of April 7, 1915, one of the former subscribers 
to its syndicated service writes: 
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“In regard to ‘Mutt and Jeff, we have signed a contract 
with the Wheeler Syndicate for this feature, * * * as we 
understand from them that they had made a contract with Fisher 
for this stuff.” 

Another subscriber writes under date of July 23: 

“Last April | was in your office and talked with you on 
the comic ‘Mutt and Jeff... At that time I was assured that 
you were arranging to have this cartoon drawn, and that it 
would be furnished within a very few weeks. We have heard 
nothing from you. * * * We notice the announcement of 
the Wheeler Syndicate * * * that Bud Fisher will draw 
‘Mutt and Jeff. * * * If you are not going to be in a 
position to furnish this cartoon we would at least like to know 
if there will be any legal complications between you and Mr. 
Fisher or between you and the Wheeler Syndicate. We think 
we are at liberty to purchase this cartoon from them.” 

Similar letters received by the Wheeler Syndicate refer to 
the cartoons as Bud Fisher's Comics, Bud Fisher Cartoons, Bud 
Fisher service, Bud Fisher stuff, Bud Fisher matter, Fisher's 
Mutt and Jeff, Fisher’s Mutt and Jeff service, Bud Fisher fea- 
ture, Bud Fisher comic cartoons, Bud Fisher strips, Bud Fisher 
comic service. 

Another writes: 

“We have been running the ‘Mutt and Jeff’ features for 
some years, but learn that Mr. Fisher has made a contract with 
you for his work in the future.” 

A trade-mark has been defined to be “one’s commercial sig- 
nature,” and in discussing the question as to whether an author 
could protect his writings by a trade-mark the court said in 
Kipling v. G. P. Putnam's Sons (120 Fed. Rep., 631, 635): 


“A trade-mark is a word, symbol or device by which the wares of 
the owner are known ‘n the trade. Its object is first to protect the party 
using it from competition with inferior articles and, second, to protect 
the public from imposition. The trade-mark brands the goods as gen 
uine, just as the signature to a letter stamps it as authentic.” 


As stated in G. & C. Merriam Co. v. Saalfield (198 Fed. 
Rep.. 369, 372 [Reporter, vol. 2, p. 443]): 





f 
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“A trade-mark is a trade-mark because it is indicative of the 
origin of the goods. The original right to its exclusive use was not 
based upon any statute, but upon principles of equity, and the right is 
acquired not by discovery or invention or registration, but by adoption and 
use. The entire substantive law of trade-marks (excepting statutory 
provisions and construction) is a branch of the broader law of unfair 
competition. The ultimate offense always is that the defendant has 
passed off his goods as and for those of the complainant ‘ 


Applying these principles, | am convinced that the right 
of the Star Company to a trade-mark in the words “Mutt and 
Jeff,” as applied to a comic section or strip, is so doubtful and 
the danger of deceiving the public is so great, that no preliminary 
injunction should issue. The temporary injunction is therefore 
vacated, with $1o costs. Settle order on notice. 


Joun JAMESON ¢ Son, Lrpo., v. JOHN REIL) 


(90 Misc., 318, 153 N. Y. Supp., 225) 


Appellate Term, First Department, May 1, 1915 


Trape-MArKS—GENERAL Business LAw or NeW YorK—REFILLING 

TravE-MaArKep Borttes. 

In an action to recover the penalty prescribed in section 367 of 
the general business law of the State of New York for refilling a 
bottle bearing a trade-mark, label or other private mark and selling 
or offering for sale therefrom a substance other than the original 
contents thereof, the complaint need not allege any publication of the 
description, specimen or facsimile of the trade-mark or label applied 


to the bottle. 
Appeal by plaintiff from a judgment dismissing the complaint 
at the opening of the trial in the municipal court of the City of 
New York. Decision reversed. New trial ordered. 


Kiernan & Moore (Maurice J. Moore, of counsel), for ap- 
pellant. 

IVinslow, Keenan & Budd (H. Irwin Keenan, of counsel), 
for respondent. 


PENDLETON, J.—The action is brought to recover the pen- 
alty of Stoo for each violation prescribed by section 367 of the 
General Business Law for refilling bottles; that is, for putting 
or placing in a bottle of the kind prescribed, and selling or of- 








366 THE TRADE-MARK REPORTER 


fering to sell therefrom, a substance other than the original con- 
tents placed therein by plaintiff. The complaint failed to allege 
a publication of the description, specimen or facsimile of the 
trade-mark or label or other private mark, as provided in that 
section, and the complaint was, therefore, dismissed. 

This was error. The statute provides penalties in three 
classes of cases: 

(1) For filling any bottle with, etc., or selling, or offering 
to sell therefrom, any article or substance other than the or- 
iginal contents. 

2) For removing, defacing or obliterating any brand, trade- 
mark, etc., impressed, stamped or blown into the substance of 
the vessel or receptacle. 

(3). For using, trafficking, ete., or refusing to return any 
vessel, etc., branded or stamped, etc. 

In the first case publication is not required. In the last two 
it is. This case belongs to the first class, and publication was 
not required. In Haslinghuis v. Hencken, Harren & Co. (143 
N. Y. Supp., 1094 | Reporter, vol. 3, p. 546]), this question was 
apparently not considered. 

Guy and Bijur, JJ., concur. 

Judgment reversed and new trial ordered, with costs to 
appellant to abide event. 


THe Horve, SANDBLAST MACHINE Co. v. HOEVEL 


(167 A. D., 548.) 


Appellate Term, First Department, May 7, 1015. 


1. TRADE-NAMES—-UNFAIR COMPETITION—USE OF NAME. 

In a suit for unfair competition resulting from the use of the 
trade-name, brought by a foreign corporation which has not been 
licensed to do business in this state and has not paid the tax required 
by law, the corporation may still maintain a suit, since the action is 
not based upon a contract nor upon business transacted in this state 

2. TRADE-NAMES—UNFAIR COMPETITION. 

Where defendant corporation was organized by the former presi- 
dent of plaintiff corporation, who neglected to have the plaintiff 
comp!y with the laws of this state, a preliminary injunction should be 
granted to restrain the defendant from the use of the trade-name 
The defendant should not be allowed to take advantage of the neglect 
of its organizer. 
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Appeal by the plaintiff from an order of the supreme court, 
denying a motion for preliminary injunction. Reversed. 


Emil Breitenfeld, for the appellant. 
Hugh Gordon Miller, for the respondents. 


McLAvuGuiin, J.—The plaintiff is a Delaware corporation 
and for something like two years has been engaged in selling 
sandblast machines, having a place of business at 50 Church 
street, New York city. Up to April 25, 1914, the defendant 
Hoevel was president of the plaintiff, but about that time he 
resigned and severed his connection with the company by selling 
all of his stock. Shortly thereafter he organized the defendant 
corporation to engage in a business similar to the plaintiff's 
and having its principal place of business at 50 Church street, 
New York city. At the time of the commencement of this action 
the plaintiff had not procured a certificate from the State of 
New York, as provided in section 15 of the General Corporation 
Law (Consol. Laws, chap. 23; Laws of 1909, chap. 28), author- 
izing it to do business in such state, nor paid the tax provided 
in section 181 of the Tax Law (Consol. Laws, chap. 60 | Laws 
of 1909, chap. 62], as amd. by Laws of 1910, chap. 340). After 
the defendant was incorporated, however, it applied to the sec- 
retary of state for a certificate, which was refused for the 
reason that its name was similar to that of the defendant cor- 
poration. This action was then commenced to restrain the de- 
fendant corporation from using its name and compelling it to 
take the necessary steps to change it, by eliminating the words 
‘“Hoevel Sandblast Machine Company.” Upon the complaint and 
affidavits a motion was made to enjoin the defendants, during 
the pendency of the action,.from doing business under the name 
of the defendant corporation. The motion was denied upon the 
ground that the plaintiff had failed to comply with section 15 
of the general corporation law and section 181 of the tax law. 
Plaintiff appeals. 

[ am of the opinion the motion should have been granted. 
As I read the sections of the statute referred to, there is nothing 
in either which prevents an action of this kind being maintained. 
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Section 15 is to the effect that a foreign stock corporation, other 
than a moneyed corporation, shall not do business in the State 
of New York until it has first procured a certificate from the 
secretary of state authorizing it to do so; and that “no foreign 
stock corporation doing business in this state shall maintain any 
action in this state upon any contract made by it in this state, 
unless prior to the making of such contract it shall have pro- 
cured such certificate.” 

This is not an action upon contract, nor is it to obtain relief 
by reason of any business transacted by it in the State of New 
York. 

Section 181 has no application, because that relates to. the 
tax to be paid after the certificate has been issued. In addition 
to this, the neglect to pay the tax assessed is a matter of defense 
which must be alleged in an answer. Halsey v. Jewett Dramatic 
Co., (190. N. Y., 231). 

There are numerous authorities to the effect that a cor- 
poration may restrain, by injunction, the use of its corporate 
name by another on the ground that such use constitutes unfair 
competition. (Higgins Co. v. Higgins Soap Co., 144 N. Y., 
402; Metropolitan Telephone & Telegraph Co. v. Metropolitan 
Telephone & Telegraph Co., 156 App. Div., 577 | Reporter, vol. 
3, p. 221|). The papers used upon the motion clearly indicate 
that the defendant Hoevel organized the defendant corporation 
for the purpose of entering into competition with the plaintiff 
and he did so under the name which he took because he knew that 
the plaintiff had not obtained the certificate required authorizing 
it to do business ‘in the State of New York. The fact that it 
had not obtained such certificate was principally due to his own 
neglect while acting as its president. 

| think, upon the proofs presented, the motion should have 
been granted. 

The order appealed from, therefore, is reversed, with ten 
dollars costs and disbursements, and the motion granted, with 
ten dollars costs. 

» 


INGRAHAM, P. 


J., LAUGHLIN, CLARKE and Scorr, JJ., con- 


curred. 
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COMMISSIONER OF PATENTS 
Descriptive Words 


An appeal from the decision of the examiner of trade-marks, 
refusing to register a trade-mark consisting of a background 
having at either end a circle representing the sun and in each 
circle a picture of a washtub, the open ends of the tubs facing 
each other. Across both tubs are the words “Tub Proof” and 
across the open end of each tub the words “Sun Proof.” 

There may be some question as to whether or not the words 
“Sun Proof” and “Tub Proof” taken alone are descriptive of 
applicant’s goods, but it is believed there is sufficient arbitrary 
matter in the tubs or circles and the particular arrangement 
of these features to warrant registration, irrespective of these 
words, and it is held, therefore, that the mark as a whole may 
be registered with the disclaimer already filed of the printed 
matter. (7) 

J. T. Newton, 
First Assistant Commissioner. 


An appeal from the decision of the examiner of trade- 
marks, refusing to register “Snappy” as applied to cheese, on 
the ground that it is either descriptive or deceptive. 

There are many meanings given to “Snap” or “Snappy” 
in the dictionaries. For example, the Century dictionary defines 
it as meaning “vigor, energy, briskness, life; as, the heat took 
all the snap out of,” etc. There is no definition strictly appro- 
priate to any quality or property of cheese. At best, it is only 
suggestively descriptive. The decision of the examiner of trade- 
marks is overruled. (7) 

J. T. Newron, 
First Assistant Commissioner. 


An appeal from the decision of the examiner of trade- 
marks, refusing to register for musical instruments a_trade- 


(1) Ex parte, Renfrew Mfg. Co., 116 Ms. Dec., 404. 
(2) Ex parte, Alex J. Howell, 117 Ms. Dec., 6. 
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mark consisting of the representation of a triangle, a bell within 
the triangle and a tuning fork across the top of the bell and 
triangle, the whole having printed across the words, “True Tone.” 

It appears that this applicant already owns a registration 
for the same class of goods, a triangle, bell and tuning fork 
and the words “True Tone” arranged as in the present appli- 
cation. In addition thereto, there is in the registered trade- 
mark a circular background comprising the words “The Buescher 
Mfg. Co.” in the circle above the triangle and radiating lines 
from this triangle to the circular background bearing the words. 

It will readily be seen from an inspection of the registrant’s 
mark that it is not the same as the mark shown in the applica- 
tion; furthermore, that the previous registration has not yet 
expired. The present application, therefore, cannot be construed 
as a reregistration of the prior mark. 

Hence, the decision of Ewing, Commissioner of Patents, v. 
Standard Oil Co. of N. Y. (203 O. G., 1556; 42 App. D. C., 
321, | Reporter, vol. 4, p. 373]) does not apply to this case. 

The examiner rejects the application for registration on 
the ground that “True Tone” is descriptive of musical instru- 
ments, applicant’s goods. This ground of objection seems to 
be sound, and the decision of the examiner of trade-marks is 
affirmed. (1) 

J. T. NEwron, 
First Assistant Commissioner. 


An appeal from a decision of the examiner of trade-marks, 
refusing to register “Swiss” as a trade-mark for cotton piece 
goods on the ground that the word is geographically descriptive. 
The decisions cited by the examiner substantiate the correctness 
of his holding, which is still further emphasized in the refer- 
ences made to the catalogue of Sears, Roebuck Co., and the 
decision is affirmed. (?) 

J. T. Newton, 
First Assistant Commissioner. 


(1) Ex parte, Buescher Band Instrument Co., 117 Ms. Dec., 1. 
(2) Ex parte, Appleton Co., 117 Ms. Dec., 35. 
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Decorative Feature 


An appeal from a decision of the examiner of interferences, 
dismissing the opposition of the Keystone Cut Glass Co., Ltd., 
to the registration by the Demer Bros. Co., Inc., of a trade-mark 
for glassware consisting of the representation of a rose cut or 
ground into the glassware. 

It must be held that the Keystone Cut Glass Co., Ltd., has 
not shown wherein it would be injured by this registration, since 
it does not show any trade-mark use of the representation of the 
rose cut or ground into glassware. Hence its position cannot 
prevail (Timm & Co. v. Cluett, Peabody & Co., 203 O. G., 306; 
42 App. D. C., 212 | Reporter, vol. 4, p. 369] ). 

For the guidance of the parties in any further action that 
they may contemplate, it is only fair to state that in my opinion 
this application of The Demer Bros. Co., Ltd., should never 
have been passed for publication. This representation of the 
rose was cut or ground into applicant’s glassware evidently for 
decorative purposes, just as was the rose in the Demer design 
Patent No. 45,742, and applicant should not be allowed to per- 
petually monopolize by a trade-mark a feature or function which 
is ornamental. The examiner of trade-marks is directed to re- 
ject this application at the expiration of these opposition pro- 
ceedings. 

The decision of the examiner of trade-marks dismissing 
the opposition is affirmed. (+) 

J. T. Newron, 


First Assistant Commissioner. 
Rehearing 


A request by the Concordia Elektrizitats Aktien Gesellschaft 
for a rehearing of the decision of March 3, 1915. The commis- 
sioner found on review of the previous petition of the Concordia 
Elektrizitats Aktien Gesellschaft, that one of its reasons for re- 
questing judgment against the Mannesmann Light Co. of Amer- 


(1) Keystone Cut Glass Co., Ltd. v. The Demer Bros. Co., Ltd., 
117 Ms. Dec., 14. 


372 THE TRADE-MARK REPORTER 


ica, Inc., was that answers to several interrogatories had never 
been given. 

The Concordia Elektrizitats Aktien Gesellschaft also claimed 
that it was entitled to be heard in respect to the entry of any 
amendment which might be presented by the applicant, follow- 
ing said decision. 

It was held that the decision complained of seems to have 
been based upon facts which were before the examiner of in- 
terferences at the time he made his opinion, and that if the 
statement of the Mannesmann Light Co. of America was in- 
definite as filed, no good reason seems to exist why it should 
not be allowed to make definite its statement and properly set 
forth the facts without a hearing by the Concordia Elektrizitats 
Aktien Gesellschaft. 

Since there was no good reason for granting a rehearing 
of this case, the request was denied, and so much time having 
elapsed since the filing of this request for rehearing, and the 
present refusal thereof, the examiner of interferences was or- 
dered to set new times for taking testimony. (*) 

J. T. NEwron, 
First Assistant Commissioner. 


Doubtful Registrability 


An appeal from the decision of the examiner of trade-marks, 
refusing to register the word “Nonpareil” as a trade-mark for 
generator valves. 

The registrability of this word is too doubtful to overrule 
the decision of former commissioner of patents, Duell, in ex 
parte, Williams (66 Ms. Dec., 20), involving this identical word 
on goods to which the word applied with no greater force than 
to applicant’s goods, and the decision of the examiner of trade- 
marks is affirmed. (7) 

J. T. Newton, 
First Assistant Commissioner. 


(1) Concordia Elektrizitats Aktien Gesellschaft v. Mannesmann 
Light Co. of America, Inc., 116 Ms. Dec., 445. 
(2) Ex parte, Lunkenheimer Co., 117 Ms. Dec., 19 
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Disclaimer 





_An appeal from the examiner of trade-marks, refusing to 
register the word “Chicago” in white letters on a black V-shaped 
background between two white triangles, the upper one of 

; which bears the words “Railway Signal” and the lower one, 
“and Supply Co.” The refusal is based on applicant’s previously 
registered mark, comprising a rectangle having a triangular outer 
figure extending from the left as a base, to the apex at the right 
of the figure. 

Applicant’s drawing discloses an arrangement of features 
sufficiently different from its prior registration taken as a whole, 
to entitle it to register this mark as presented (Ex parte, Shinola 
Co., 1912, C. D., 99 | Reporter, vol. 2, p. 174]). 

Applicant, however, should be required to disclaim the use 
of “Chicago” and “Railway Signal and Supply Co.” as a tech- 
nical trade-mark when used alone. 

To the extent indicated the examiner of trade-marks is 

wt overruled. (*) 
J. T. Newton, 
First Assistant Commissioner. 


An appeal from a refusal of the examiner of trade-marks 
to register the words “Old Liqueur” as a trade-mark for brandy. 

There appears to be nothing to add to the examiner's state- 
ment of April 2, 1915 and his decision is affirmed. 

It is suggested that applicant might register the entire mark 
shown in the sample label and disclaim the exclusive use of the 
descriptive words and names when disconnected with other 
parts of the label. (7) 

J. T. Newton, 
First Assistant Commissioner. 


Opposition—Amendment of Notice 
An appeal by the Canton Culvert & Silo Co. from a decision 


(1) Ex parte, Chicago Ry. Signal & Supply Co., 117 Ms. Dec., 31. 
(2) Ex parte, Alex. D. Shaw Co., 117 Ms. Dec., 40. 
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of the examiner of interferences concerning his refusal to permit 
amendment ofthe notice of opposition by cancelling the word 
“Sheet,” and substituting in place thereof “Rust Resisting Anti 
Corrosive,” and to add to said notice; and his decision dismissing 
the opposition. 

As stated by the examiner, the clause “Rust Resisting Anti 
Corrosive Metal’ is not limited to “sheet metal.” It may cover 
other forms of metal, and having in the first instance, only in- 
cluded sheet metal, the applicant cannot, after the expiration of 
thirty days, in which notice of opposition can be filed, so amend 
his notice as to include new matter, and the examiner’s decision 
refusing to allow the amendment was correct. 

The Canton Culvert & Silo Co., after the refusal to admit 
this amendment and after the limit of appeal from the exam- 
iner’s refusal had expired, presented a second amendment which 
the examiner refused to admit on the ground that it came after 
the expiration for appeal. This proposed amendment changes 
the goods in the notice of opposition to Rust Resisting Anti Cor- 
rosive Sheet Metal. 

There seems to be no good reason why this amendment 
should not be entered, since it limits the goods previously set 
up and sets up no goods but what applicant could prove under 
its original notice. 


Conflicting Marks 


There is no question as to the similarity of opposer’s and 
applicant’s trade-mark ‘‘No-Co-Ro” and “Nokoro.” The only 
question involved is as to the class of goods, the goods of the 
applicant being “electric heaters for cars and houses, also elec- 
trical resistances,” electrical apparatus, machines and supplies. 
The product of the opposer as set up in the amendment notice 
of opposition is “Rust Resisting and Anti Corrosive Sheet Metal.” 

The opposer contends in effect that his rust resisting anti- 
corrosive metal might be used as an “electrical resistance.” It 
is true that almost any kind of metal might be used as an elec- 
trical resistance, but it is clearly not what applicant implies by 
its terms “electric heaters for cars and houses, also electrical re- 
sistances.”” The term “electrical resistance” has a somewhat tech- 
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nical meaning and necessarily implies a resistance in some kind 
of electrical apparatus, either a heater, measuring instrument or 
some other article for electric manufacture or machine. It would 
require a vivid imagination to construe “electrical resistances” 
to be an ordinary article “Rust Resisting Anti Corrosive Sheet 
Metal,” more especially the metal indicated by opposer's cata- 
logue, filed by it as an exhibit. 

It is true, as pointed out by the examiner, that the opposer's 
goods represent the raw metal out of which applicant’s goods 
might be made, but that is not sufficient ground for holding that 
they belong to the same class any more than an axe belongs to 
the same class of goods as crude steel, out of which it might be 
made, or that a chair belongs to the same class of goods as 
lumber, out of which it is made, or paint to the same class of 
goods as crude zinc, out of which it is made, as was held in the 
Societe la Anonyme Des Mines et Fonderies de Zinc de la Vieille 
Montagne v. Chas. H. Baxter, et al. (1877, C. D., 395, Fed. case 
8099), decided by Justice Blatchford, the pertinent part of his 
decision being as follows: 


“On the al’egations of the bill, the plaintiffs can claim their trade- 
mark only for dry white oxide of zinc. It does not appear that they 
have ever sold that article ground in oil, or ever applied that trade- 
mark to such article ground in oil. The fact that the defendants sell a 
paint composed of a white oxide of zinc ground in oil and represent 
it as containing white oxide of zinc made by the plaintiffs when it does 
not contain white oxide of zinc made by the plaintiffs, is no violation of 
any trade-mark of the plaintiffs. The defendants have not sold the dry 
white oxide in that state. Jt is not shown that the plaintiffs have sold 
such oxide ground in oil. It is true that the oxide is intended to be 
ground in oil for a paint. So flour is intended to be made into bread. 
But if a baker should falsely stamp his bread with a trade-mark of a 
particular brand of flour, the maker of such brand, if having a trade- 
mark therefor, could not claim that the baker had violated his trade- 
mark.” 


The decision of the examiner of interferences refusing to 
enter the first proposed amendment to the notice of opposition, 
and his decision dismissing this opposition, are affirmed. Appli- 
(1)  cant’s petition to enter the proposed amendment is granted. 

‘4 hl T os ye , 
J. T. Newron, 
First Assistant Commissioner. 


(1) The Canton Culvert & Silo Co. vy. Consolidated Car Heating 
Co., 116 Ms. Dec., 490. 
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Title To Trade Mark 


An appeal form the refusal of the examiner of trade-marks 
to register the word “Stork” as a trade-mark for rubber nipples, 
on the ground that the word forms substantially the name of 
the Stork Company, a corporation incorporated in Maine in De- 
cember, 1904, as shown by a certificate filed in this office. 

The instant case falls so clearly under the doctrine announced 
by the Asbestone decision [ Reporter, vol. 4, p. 161] that comment 
seems unnecessary. Applicant, however, has emphasized the 
point that the word “Stork” is not the whole name of the Stork 
Company. In reply to this argument, however, it is pointed out 
that ‘““Asbestone”’ was not the entire name of the Asbestone Com- 
pany. The decision of the examiner of trade-marks is af- 
firmed. (*) 

J. T. NEwrTon, 


First Assistant Commissioner. 


Appeal from the refusal of the examiner of trade-marks 
to register the word “Imperial” for brandy, in veiw of prior 
registrations to Bluthenthal & Bickart, and Kiesel Co. Both 
these registrations show the word “Imperial” used on the same 
class of goods. Applicant should not be recognized as the owner 
of the word, unless he could prove the use of it by the prior reg- 
istrants, which he could not be, under the facts disclosed in the 
record. 

The decision of the examiner of trade-marks is clearly cor- 
rect and is affirmed. (7) 

J. T. Newron, 


First Assistant Commissioner. 


(1) Ex parte, United Rubber Co., 116 Ms. Dec., 441. 
(2) Ex parte, Alex. D. Shaw Co., 117 Ms. Dec., 39. 
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The 
United States Trade-Mark Association 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had, on any 
question of trade-mark protection; 


Registers trade-marks in all countries ; 


Has proposed and passed legislation of inestimable value to 
trade-mark property, both in the United States and in foreign 
countries ; 


Cooperates with attorneys in protecting their clients’ interests. 
THe Unirep States TrApE-MARK ASSOCIATION, 


32 Nassau Street, 


New York City. 





